I hereby certify that this correspondence is being deposited with the U.S. 
Postal Service as Express Mail. Airbill No. ER509324475US. in an envelope 
addressed to: Commissioner for Patents^P.O. Box 1450, Alexandna, VA 
22313, on the date shown below. Zci ^ 





Docket No.: AH-UMIC:047USD1 

(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



re Patent Application of: 
angmore, et al. 



Application No.: 10/798,025 



Group Art Unit: 1645 



Filed: March 11,2004 



Examiner: Not Yet Assigned 



For: METHOD OF PRODUCING A DNALfflRARY 
USING POSITIONAL AMPLIFICATION 

REQUEST FOR TRANSFER OF INFORMATION DISCLOSURE STATEMENT 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Applicants filed on March 11, 2004 a divisional patent application claiming priority to 
U.S. Patent AppUcation No. 09/860,738, filed May 18, 2001. Applicants request that the 
Infoimation Disclosure Statement (IDS) submitted on September 13, 2002 and the 
Supplemental IDSs filed on March 31, 2003 and August 29, 2003 in that application be 
referred to for the instant application. Copies of the IDSs absent the references are submitted 
herewith. If this is unacceptable, please contact the undersigned for quick resolution. 

Applicant believes no fee is due with this response. However, if a fee is due, please 
charge our Deposit Account No. 06-2375, under Order No. 10100073 firom which the 



Dear Sir: 



undersigned is authorized to draw. 
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Application No.: 10/798,025 



Dated: 



Respectfully submitted. 





22CI0H 



Melissa L. Sistrunk 



Registration No.: 45,579 
FULBRIGHT & JAWORSKI L.L.P. 
1301 McKinney, Suite 5100 
Houston, Texas 77010-3095 
(713) 651-3735 
(713) 651-5246 (Fax) 
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I hereby certify that this oorre8pci.v„,to te being ^epoated w^tt» 
Postal Seivtce v*h sufficient postage as Express Mail No^^l 04O13^US. 
In an envelope addressed to: Commissioner for Patents, Washington. DC 
20231, on the date shov»nt)elow. ^ ^ 

Dated: September 13. 2002 Slgnature:^'^^ l^y' JU-i^ty^ ^ Dockct No.: AH-UMIC:047US 



(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Patent Application of: 
^fVT&:S ^Min P, Langmore, et al. 

Application No.: 09/860.738 G^'iP Art Unit: 1623 

Filed: May 18, 2001 , Examiner: Not Yet Assigned 

For METHOD OF PRODUCING A DNA 
LIBRARY USING POSITIONAL 
AMPLIFICATION . 



INFORMATION DISCLO STTRE STATEMENT QDS) 

Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

Pursuant to 37 CFR 1.56, the attention of the Patent and Trademark Office is hereby 
directed to the references listed on the attadied PTO/SB/08. It is respectfully requested that 
the information be expressly considered during the prosecution of this application, and that 
the references be made of record therein and appear among the "References Cited" on any 
patent to issue therefrom. 

This Information Disclosure Statement is filed before the mailing date of a first Office 
Action on the merits as far as is kj;iown to the undersigned. 

A copy of each reference on PTO/SB/08 is attached. 
A concise explanation of relevance of the items Hsted on form PTO/SB/08 is: 
[x] not given 

[ ] given for each listed item 

[ ] given for only non-English langjkge Usted items 
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BEST AVAILABLE COPY 



Application No.: 09/860,738 



Docket No.: AH-UMIC:047US 



[ ] in the form of an English language copy of a Search Report from a foreign 
patent office, issued in a counterpart application, which refers to the relevant 
portions of the references 

While the information and references disclosed in this Information Disclosure 
Statement may be "material" pursuant to 37 CFR 1.56, it is not intended to constitute an 
admission that any patent, publication or other information referred to therein is "prior art" 
for this invention unless specifically designated as such. 

In accordance with 37 CFR 1.97(g), the filing of this Information Disclosure 
Statement shall not be construed to mean that a search has been made or that no other 
material information as defined in 37 CFR 1.56(a) exists. It is submitted that the Information 
Disclosure Statement is in compliance with 37 CFR 1.98 and the Examiner is respectfiiUy 
requested to consider the listed references. 

The Commissioner is hereby authorized to charge any deficiency in the fees filed, 



asserted to be filed or which should have been filed herewith (or with any paper hereafter 
filed in this application by this firm) to our Deposit Account No. 06-2375, under Order No. 
AH-UMIC:047US. A duplicate copy of this paper is enclosed. 



Dated: September 13, 2002 




RespectfiiUy submitted, 



Melissa L. Sistrunk 
Registration No.: 45,579 
FULBRIGHT & JAWORSKI L.L.P. 
1301 McKinney, Suite 5100 
Houston, Texas 77010-3095 
(713) 651-5151 
(713) 651-5246 (Fax) 
Agent for Applicant 
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BEST AVAILABLE COPY 



Under the I 



f0h ^\ PTO/SB/08A (10-01) 

Approved for use thmugh 10/31/200^^^^ 

r „^t— -^°^^^ff=^^^ 

' Complete if Known 



Substitute fbrform 1449AA»T0 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



(use as many sheets as necessary) 



AppHcatlon Number 



Filing Date 



09/860,738 



First Named Inventor 



Art Unit 



Examiner Name 




May 18, 2001 



John P> Langmore 



1623 



Not Yet Assigned 



Initials^ 



AA 



AB 



Cite 
No. 



AC 



AD 



AE 



AF 



AG 



AH 



Al 



AJ 



Document Number 



Number-Kind Code* (if known) 



Publication Date 
MMOD-YYYY 



k71 0.465 



1.942.1 24 _ 



5.149.625 



5.508.169 



5.518.901 



5.648.213 



5.695.971 



5.858.671 



U S. PATENT documents" 



12-01-1987 



07-17-1990 



09-22-1992 



04-16-1996 



Name of Patentee or Applicant 
of ated Document 



Weissman etal. 



Ciiurch 
Church et al. 



Pages. Columns. Lines, 

Wheie Relevant 
Passages or Relevant 
FlquresAppear 



05>21-1996 



Deuqau et al. 



07-15-1997 
12-09-1997 



Murtagh 



Reddv et al 



6.063.604 



05-16-2000 



6.117.634 



AK 
AL 



16.124.120 



1 6,197.557 



01-12-1999 



09-12-2000 



09-26-2000 



03-06-2001 



Kadokami et al. 



Jones 



Wick et al. 



Lan gmore et al. 



Lizard! 



Makarov et al. 



FOREIGN PATENT DOCUMtNi^ 



Cite 
No-' 



Foreign Patent Document _ 



Country Code^-Numbei^-Wnd Code''(yfcnown> 



Publication Date 
MM-DD-YYYY 



Name of Patentee or 
Applicant of Cited Document 




Pages, Columns. Unes. 

Where Relevant 
Passages or Relevant 
Figures Appear 



^Sicinature | ^ — ' ,,kmppp609 Draw line through citation If not In conformance and not 

„w«f«*H whether or not citation is in conformance with MPEP 609. Draw nne inrouy 
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Express Mail Label EU110401346US 

BEST AVAILABLE Oo. 



Under the Pap 



PTO/SB/08B (10-01) 
Approved tor use through 10«1^2.OMB 0651^031 

^^^ivs.-^^^-^j:^-^^^-. 



Substitute for form 1449B/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 



(use as many sheets as necessary) 



Application Number 



Filing Date 



Complete if Known 



09/860,738 



May 18. 2001 



First Named Inventor 



Group Art Unit 



Examiner Name 




John P. Langmore 



1623 



Not Yet Assigned 



Examiner 
Initials 



Cite 
No.' 



CA 



CB 



- ^T^,=p ppinP AR T - NON PATh MT LITERATURE nnCUIWENTS 

" — — T !. . ' I'^A^J O/^D «^rvmlf 



cc 



CD 



,ien. w""-. a- 'Kjicher ritv P"^^^"- ^^"ntr y where puDiisneo. 

r-.M.Pr>VLP RICHARD A. AuALn-rnedi^led PCK amp H 
f^ilaSislluJS total digest. Nucleic Acids Research Vol. 25. No. 9 

| g^lg;^.ANUHb.bl AU Genomic walMn;.,y,y ,^^^^^^ 



CE 



^^^^^^^^^^ 



CF 



CG 



CH 



Examiner 
Signature 



Date 
Considered 



- ^ ^ ^hMPPPftOQ Draw line through dtatlonlf not In conlbrmance and not 



Express Mail Ubel EU110401346US 
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BEST AVAILABLE COr / 



date shown below. ^ " ^ 




Dated: March 31.2003 



Signatui 



(Monica L. Thomas) 



Docket No.: AH-UMIC:047US 
(PATENT) 



IN THE UNITED STAINS PATENT AND TRADEMARK OFTICE 



:q Patent Application of: 
John P. Langmore, et al 

AppUcationNo.: 09/860,738 
Filed: May 18, 2001 

For- METHOD OF PRODUCING A DNA 
LIBRARY USING POSITIONAL 

AMPLIFICATION — 



Group Art Unit: 1637 
Examiner: Not Yet Assigned 



-.^ . ■ ^..«AT.ON niTI OSimr ST>TF,MF.MT (IDS) 

Commissioner for Patents 
Washington, DC 20231 

Dear Sir: 

Pursuant to 37 CFR 1.56, the attention of the Paten, and Trademark Office is hereby 
directed to the references U«ed on the attached PTO/SB/08. I. is respectfaUy rec,ues.ed *a, 
a>e information be expressly considered during the prosecution of this applicaUon and that 
therefcrencesbemadeofrecordthereinandappearamongthe-Referencesated onany 

patent to issue therefrom. 

ms Supplemental Infonnadon Disclosure Statement is Sled before the mailing date 
of a first Office Action on the merits as far as is knov™ U, the undersigned. 



A copy of each reference on PTO/SB/08 is attached. 



While the information and references disclos«l in this Supplemental Informatton 
Disclosu.eStatementmaybe"ma.erial"p«.suantto37CFR1.56.i.isnotin,ended.o 

constimte an admission that any patent. pubBcation or other informaUon referred to teem .s 
"prior art" for this invention unless specifically designated as such. 

to acconlance with 37 CFR 1.97(g), the filing of this Supplemental tafonnation 
Disclosure Statement shall not be construed to mean that a search has been made or tttat no 
other material mfbrmation as defined m 37 CFR 1 .56(a) exists. It is submitted that the 

25279882.1 



Docket No.: AH-UMIC:047US 

AppUcation No.: 09/860,738 

Supple.entalInfonnationDisclos.eState.entisin.^^^^^^ 
Examiner is respectfoUy requested to consider the listed references. 

Tl,e CO— ner is hereby authorized to charge any deficiency in the fees filed, 
asserted to be filed or which should have been fUedherewith(or with anypaperh^eafter 

rr^sapplicationbythisf^)toourDepositAccountNo.05.2375,underOrderNo. 
AH-UMIC:047US. A duplicate copy of this paper is enclosed. 

. .>r 1,11 -^nm RespectfiiUy submitted. 

Dated: March 31, 2003 *^ ^/a 



By 



MeUssa L. Sistrunk 
Registration No.: 45,579 
FULBRIGHT & JAWORSKI L.L.P. 
1301 McKinney, Suite 5100 
Houston, Texas 77010-3095 
(713) 651-3757 
(713) 651-5246 (Fax) 
Agent for Applicant 
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. .. Hp.r ma Paoeiwork n^ ^^ 1095. no persons 
Substitute for form 1449AA»TO 



PTO/SB/08A (10-01) 

•U S. Patent and Trademark Office: U t^^iaM 0MB cont rol number. 
. »n.l«d to tespoiil to > c^llectio" °f Nonnaton unless ,t confainsa^SidO , 



INFORMATION DISCLOSURE 
.STATEMENT BY APPLICANT 



AppUcatlon Number 


09/860J38 . 


Filing Date 


M^Y'lfi 2001 


First Named Inventor 


inhn P. Lanamore 




Art Unit 


1637 . 


Examiner Name 


NotYet Assianed 


Attorney Dodcel Number 


AH-UM1C:047US 




Examiner 
initials* 


Cite ■ 
No,^ 




BA 




BB 




BCJ 



Country Code^>Numbei^-Kind Code'ffftoKwn) 



WO 93/24654^ 
WO 98/15652 



12-09-1993 



04-1 6-1 998_ 




iM^^A u/h«»ther or not citation Is In conft 



Examiner 
initials* 


Cite 
No.' 




CA 




jCB 



Ue. .oo. n,a.a.ne. -"^S^&g^^^^C^^^ 



Currently Pending Cla-ms in u s. r-^m^^^^^ of Nucleic Acids" 

■=„«>..H "r.nm positions ^ncl Methods fo ^"^ r'"' " ^ .^^a n■,.n^.rJ.msnC 

RJ. DOUG-JING. h. AL Sequenang uo ^^ S tra^^^^^^ 

N..r.leic Acids P ft-'«^aich Vol. ?*> No. 3 p >. PP- ^. . 

, .^MPEP606 Draw line through caaHon It not mconfbnr 

w=™.H whether or not citation Is in conformance with MPEP «>»• 

•EXAMINER: Initial « "'<<>^!f^tn^^r^^^ to appllcaaL 
considered. .nc.udecopvo,this,.rmw.thn«<.» ^^^^^ ^^ 

•Applicanrs unique dtaUon designation number (opUonal). Applicar* is lo p. 




Certificate of Express Mailing Under 37 CFR 1.10 



on 



Commissioner for Patents 
Washington. DC 20231 

Maroh 31.2003 

Date 




Note: Each paper must have its own 
each submitted paper. 

IDS (Citation) by Applicant 



certificate of mailing, or this certificate must Identify 




date shown below. A//) . . 



Docket No.: AH-UMIC:047US 
(PATENT) 



Dated: August 29. 2003 Signature; XZ Z_j g^ ^ — 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



re Patent Application of: 
hn P. Langmore, et al. 

AppUcationNo.: 09/860,738 

Filed: May 18, 2001 

For METHOD OF PRODUCING A DNA Examiner: K. R. HorUck 

LIBRARY USING POSITIONAL 
AMPLICATION : 



Art Unit: 1637 



.^jj,^. ^..^ivrrAT TNFORMA 'TTr.TM mSPT OSURE STATEMENT . 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Pursuant to 37 CFR 1.56, 1.97 and 1.98. the attention of the Patent and Trademark 

Office is hereby directed to the references listed on the attached PTO/SB/08. It is 
respectfullyrequested that theinfonnationbe expressly considered durmg the prosecutionof 

this appUcation, and that the references be made of record therein and appear among the 
"References Cited" on any patent to issue therefrom. 

This Supplemental Information Disclosure Statement is filed more than three months 
after theU.S. filing date and after the mailing dateofthe first Office Action on the meats, but 

before the mailing date of a Final Office Action or Notice of Allowance (37 CFR 1.97(c)). 
The references are submitted to address issues raised during the course of prosecution. 

A copy of each reference on PTO/SB/08 is attached. 

Iix accordance with 37 CFR 1 .97(g), the filing of this Supplemental Information 
Disclosure Statement shall not be construed to mean that a search has been made or that no 
other material information as defined in 37 CFR 1.56(a) exists. In accordance with 37 CFR 
1 .97(h), the filing of this Supplemental Liformation Disclosure Statement shall not be 

25331770.1 



- XT nQ/Rfi0 7^8 Docket No.: AH-UMIC:047US 

Application No.: 09/860,738 

construed to be an admission that any patent. pubUcation or other information refexxed to 
therein is "prior art" for this invention unless specifically designated as such. 

It is submitted that the Supplemental Information Disclosure Statement is in 
compUance with 37 CFR 1.98 and fee Examiner is respectfully requested to consider the 
listed references. 

Our check in the amount of $180.00 covering the fee set forth in 37 CFR 1.17(p) is 

enclosed. The Director is hereby authorized to charge any deficiency in the fees filed, 
asserted to be filed or which shouldhave been filed herewithCor with anypaper hereafter 

filed in this appUcation by feis firm) to our Deposit Account No. 06-2375, under Order NO. 
AH-UMIC:047US. A dupUcate copy of this paper is enclosed. 

Dated: August 29, 2003 Respectfully submitted^ 

By 




Melissa L. Sistrunk 
Registration No.: 45,579 
FULBRIGHT & JAWORSKI L.L.P. 
1301 McKinney, Suite 5100 
Houston, Texas 77010-3095 

(713) 651-5151 
(713) 651-5246 (Fax) 
Attorney for Applicant 
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^ US Patent and Trademark Office: U.S. DEPARTME^^^FCOMME^ 



INFORMATION DISCLOSURE 
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(use as many sheets as necessary) 
-I 1 of I 1 
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Filing Date 


May ^ ft 2001 


Rrst Named Inventor 


John p. Lanamore 


Art Unit 
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wnt Yfit Assianed 
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Cite 
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Foreign Patent Document 
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Publication Date 
MM-OD-YYYY 



Name of Patentee or 
Applicant of Cited Document 



Pages, Columns. Unes, 

WliereRelevart 
Passages or Relevant 
Figures Appear 
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Cite 
No.' 
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MOM PATFMT LITE RATURE DOCUMENTS 
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Certificate of Express Mailing Under 37 CFR 1. 



1 hereby certify that this correspondence is being deposited the United States Postal Sen/lce as 
^Ss JSKlblll No. ER 147062093US in an envelope addressed to: 



on 



Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Aucfust 29, 2003 ' 

Date 




signature 



Monica L. Thomas 

Typed or printed name of person signing certmcate 



Note: Each paper must have its own certificate of mailing, or this certificate must identify 
each submitted paper. 



IDS (Citation) by Applicant 



